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PETITION UNDER 37 CFR 1.47(a) 



This Petition is being filed in response to the Patent and Trademark Office (PTO) 
Notification of Missing Requirements in the above-identified application. Specifically the Oath or 
Declaration of the Inventors is missing. 

The named inventors in the above-described application are Michael Betz and John 

Stevens. John Stevens signed the enclosed declaration, however, Michael Betz refuses to sign 

the declaration. The last known address of the non-signing inventor is 

Michael Betz 
Jagerstrasse 1 
8200 Schaffhausen 
Switzerland 

In response to a request by Sandoz to sign the declaration in the above-described patent 
application which was already signed by his co-inventor, John Stevens, Mr. Betz faxed a reply 
letter stating that he refuses to sign the declaration. It is noted that Mr. Betz's letter is dated 
December 17, 2003, however, the date should be December g^£^g^g,^^^/idg^g^djb|^^^^ 
of the fax machine on top of the letter. In the letter, Mr. Betz ^teajfoathe D 5 §|ft>|g^|Tl is *® 520 ** 
entitled to remuneration under Austrian law from his former employer, Biochemie/Sandoz, 
because he is a joint inventor of the subject matter claimed in the above-described patent 
application. In the last sentence of the letter, Mr. Betz states that he shall return the documents 
in a signed manner only after having reached an agreement. An English language translation 
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copy of Mr. Betz's letter 
letter. . 




:ached hereto, along with a copy of the original German language 



In a letter dated May 17, 2005, Dr. Gasteiger, a Human Resource representative at 
Sandoz, informed Mr. Betz that he will receive remuneration provided that the prerequisites of 
Austrian Patent Law are fulfilled, for example, a patent is granted on the above-described patent 
application and the invention is used. An English language translation copy of Dr. Gasteiger's 
letter is attached hereto, along with a copy of the original German language letter. 

In response, Mr. Betz telephoned Dr. Gasteiger at Sandoz and requested a guarantee 
from Sandoz that he will receive remuneration for his invention. Dr. Gasteiger, or a colleague 
thereof, replied that Mr. Betz will receive remuneration provided the prerequisites of Austrian 
Patent Law with regard to remuneration are fulfilled. 

Applicants submit that proof has been submitted that one of the inventors, Michael Betz, 
has been provided with a copy of the above-described application and refuses to sign the 
enclosed declaration. The requisite facts and background are supported by the accompanying 
letters attached hereto. Applicants further submit that a declaration has been submitted in 
response to a Notice of Missing Parts in which only one of the two named inventors has signed, 
as Michael Betz refuses to sign. For these reasons, Applicants request that this petition under 
37 CFR 1.47(a) be granted and the application be forwarded for prosecution on the merits. 

Enclosed is a Petition for a three-month extension of time. 

The Commissioner is authorized to charge any further fee due under 37 CFR 1.17(h), or 
credit any overcharge, as a result of this Petition to Deposit Account No. 19-0134. 
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Respectfully submitted, 



Corporate Intellectual Property 
One Health Plaza, Building 104 
East Hanover, NJ 07936-1080 
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Biochemiestr, 10, 6250 Kundl, Austria 



From 



Dr. Peter Gasteiger 
Human Resources 
+43 (0)5338 200 3283 



Tel 



Email 



peter.gasteiger 
@sandoz.com 
17th May 2005 



Date 



Dr. Michael Betz 
JagerstrafJe 1 
CH-8200 Schaffhausen 



Patent application 



Dear Dr. Betz, 

We have been told by the Novartis Corporate Intellectual Property Department in Basel that 
you have not yet signed the documents for filing a patent application for certain liquid 
formulations with high concentrations of human growth hormone. 

At this point, we would politely request you to do so by return. Regarding the claim for 
reimbursement which you have put forward, we would like to remind you of the two 
conditions for this: 

1 . Existence of patentability, established by grant of patent 

2. a commercial act of use by the (former) employer. 

Neither exists at present; in particular, we do not envisage when commercialisation will take 
place. When the conditions apply, we will examine any claims you may have for 
reimbursement in accordance with the provisions of patent law. 

Furthermore, we would point out that Sandoz reserves the right to legally enforce if 
necessary any additional costs incurred by your refusal to sign the afore-mentioned 
documents. If the non-signing should also result in the loss of a patent application, Sandoz 
will present you with a statement of claim for damages - after appropriate verification. We 
presume that it will not come to this, and request your co-operation. Thank you! 

Yours sincerely 

Sandoz GmbH 



Dr. Peter Gasteiger 



Bidchemiestr. 10, 6250 Kundl, Austria 



Von 



Tel . 



Dr. Peter Gasteiger 
Human Resources 
+43 (0)5338 200 3283 



Email - peter.gasteiger 
@sandoz.com 
Datum 17. Mai 2005 



Dr , Michael Betz 
JSgerstrafie 1 . 
CH-8200 Schaffhausen 



Patentanmeldung 

Sehr geehrter Herr Dr. Betz, 

vvir sind von der- Novartis Corporate Intellectual Property- Abteilung in Basel dartiber in 
Kenntnis g^setlt; worden, dass Sie die ©okumente zur Patervtianmeldung fur bestimmte 
flQssige Formuli^rungen mit hohen rKonzentrationen an ftumariem Wachstumshormori 
bistang noch nicht unterschrieben haben. 

AH<3teser Stelle :m6chten;;wir Sie nochmals hoflich ersuchsn, dies umgehend zuitun. 
Bezugliph des von Ihnen geltend gemachten Vefgutungsanspruchs mochten vvir 
nobhrri^^iufidie,zwei.hierfu notrA/endi^e^ Voraus^etzungen erirvhern: 
'= 1 . - Vorliegen der Patentfahigkeit, festgestelltdu 

- 2. .einei ; kommerzielle BenutzungsHa Dienstge.bers. 
Beides Iie0 gegenwartig nicht von insibesdndere list der Zeitpunkt der kommerziellen 
Nutzungi.nichttabzusehen: Sind die Voraussetzungen: ■gegeben.; vyerden wir -auph Ihre 
etwaigen AnSpruche -auf ■ VergOtung entsprecherid dein Bestimmungen des 
Patentgesetzes prufen. 

Weiters mochten wir Sie darauf hinweisen. dass Sandoz es sich vorbehalt, entstehende 
Mehrkosten, die durch Ihre bisherige Weigerung, die oben erwahnten Dokumente zu 
unterfertigen, notfails gerichtlich geltend zu machen. Sollte es durch die Nicht- 



Unterfertigung auch zu einern Verlust einer Patentanmeldung kommen, wird Sandoz 
Ihnen gegenOber Schadenersatzanspriiche - nach entsprechender Priifung - erheben. 
Wir gehen jedoch davon aus, dass es dazu nicht kommen wird und ersuchen Sie urn 
entsprechende Kooperation. Herzlichen Dank! 



Mil freundlichen Grutien 
Sandoz GmbH 
<? . 




terGasteiger 



■jr 
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Dr. Michael Betz. Jaeaerstrasse 1 . CH 8200 Schaffhausen 

Blljana Cotovic 
Novartis AG 

Corporate Intellectual Property 
4002 Basel 



Schaffhausen, 17th December 2003 (2004) 



Patent applications: Liquid formulations with high concentrations of human growth 
hormone (HGH), containing 1,2-propyIene glykcol/ glycine / phenol 



Dear Frau Colovic, 

Thank you for sending the declarations of assignment. It give me great pleasure to see that 
my inventions will be put to commercial use. 

I have in my possession three sets of documents: 

• One dated 6th August 2003, already signed by John Stevens, in respect of patent 
applications BP/G-32574P1; BP/G-32575P1 and BP/G-32576P1; 

• one dated 10th December 2004, in respect of patent applications BP/G-32575A/BCK 
and BP/G-32576A/BCK (National Phase PCT/EP03/07349 and PCT/EP03/07346); 
and 

• one dated 14th December 2004 in respect of patent application BP/G-32574BCK 
(National Phase PCT/EP03/07347). 

In all the letters, I am requested to sign the said documents and thereby surrender to 
Sandoz AG all my rights in connection with these inventions. 

In addition, there is my letter to Mr. Thomas Lehmeier of 1st September 2003, to which I 
have not yet received a reply. 

In my letter, I pointed out inter alia §§ 7 to 17 of patent law, in which the Austrian legislation 
on the technical area of the patent relates expressly to the so-called service invention. When 
weighing up the interests between the employer and the employee inventor in the 
commercial evaluation of his invention, patent law operates on the principle that the result of 
work, in other words the invention of the employee, is not to be assigned for a fee to the 
employer, but a differential treatment regulation applies. 

In any case, the employee is entitled to an appropriate special remuneration in accordance 
with § 8 para. 1 of patent law, because according to regulations the employee's salary does 
not count as compensation for inventive activity. The rights of the employee from the 
invention are unilaterally absolute in his favour according to § 17 of patent law, and remain in 
force even after termination of employment according to § 16 of patent law. 



Td like to ask you again to explain the facts from your point of view, especially in respect of 
an appropriate remuneration, since all your correspondence on this point has been very 
recitent in this respect (we do hereby sell and assign to Sandoz... all our right, title and 
interest...). 

You will understand that I shall let you have the signed documents only after we have 
reached an agreement. 

Yours sincerely, 



Dr. Michael Betz 
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Dr. Michael Betz » Jfloefstra ^as 1 « CH qgoo Schaffhausen 

Blljana Colovic 
Novartte AG 

Corporate Intellectual Property 
4002 Basel 



Jagerstrasse 1 
8200 Schaffhausen 
Schweiz 

Telefon: + 41 (0)52 - 640 2349 
klatschmohnQjqn^ ch 



Schaffhausen, 17. Dezember 2003 



Patentanmeldungen: FIQssige Formulierungen mlt hohen Konzentrationen an humanem 
Wachstumshormon (HGH), enthaltend 1,2-Propylenglykol / Glycin / Phenol "u™*™ 



Sehrgeehrte Frau Colovic, 



Besten Dank far die Zusendung der AbtretungserkJSrungen/ Mit grosser Freude sehe ich die 
gewerbricheNutzungmeinererfindungenvoranschreiten. h 

Vor mir liegen nun drei Dokumenten-Sets: 

* h^LTI* f chre * en vom ' e - ^9ust 2003, bereits unterzeichnet von John Stevens, bezOglich 
der Patentanmeldungen BP/G-32574P1; BP/G-32575P1 und BP/G-32576P1; 

* ™ ?™™t n V T 10 ' Dezember 2 °04 bezagiich der Patentanmeldungen 

Phase PCT/EP03/07&9 und 

rUT/bPO 3/07346); sowte, 

" nwr KSSSft T 1 ! 4, ° ezwnber 2004 bezugllch der Patentanmeldung 
BP/G-32S74BCK (Nationale Phase PCT/eP03/07347). 

In alien Schreiben werde Ich gebeten, die genannten Dokumente zu unterzeichnen und damit alle 
melne Rechte ,m Zusammenhang mit diesen Erfindungen an die Sandoz AG abzutreten 

SS!iS!Mti!^ 8chreiben an Hemi Thomas Lehmelef vom 1 Se P tember 2003 - *• 

in meinem Schreiben weise Ich u.a. auf die §§7 bis 17 PatG hin, In denen der Osterreichische 

sSS^ZTT?" 1 Bere if h d6S Patentes aus ^cklich fur'die sogeSame SenSSg 
Sorge trrfft. Bel der Interessenabwagung zwischen der Dienstgeberseite und demieniaen del 
Dienstnehmererf.nder S an der kommerziellen Verwertung seiner Erfindung geht S Patenire<Jt 
davon au£ dass das Arbeitsergebnis. m.a.W. die Erfindung dee ArbeitnehSrf nicht Muactel deS 
D. e nstgeberzuzuordnen 1st, sondern vielmehreine differenzierte Regelung Plate gS ™ dem 

^ nfa ,'!,o-. 9e 5 0hrl ^ em A* ei * ne '' mer eine anaemessene besondere Vergutung nach § 8 Abs 1 
cfr^ ZfJ?- d l m Die "stnehmer zustehende Arbeilslohn regelmSssig nicht Entaelt for 
Erf.ndertabgke.t * Dm Rechte des Dienstnehmers aus der Erfindung sind einseTg JSgii zu 
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seinen Gunsten gem. § 17 PatG und wirken selbst nach Aufldsen des Dienstverhaltnlsses fort gem. 
§ 16 PatG. 

Ich mochte Sie nochmals bitten, mir die Sachlage aus Ihrer Sicht zu erlautem, v.a. im Hlnbliok auf elne 
angemessene VergOtung, da alle Ihre Schreiben in diesem Punkt sehr zurGckhaltend formuQert sind 
(we do hereby sell and assign to Sandoz ... all our right, title and interest ...). 

Sie werden verstehen, dass ich Ihnen die Ookumente erst nach einer Einigung unterzeichnet 
zukommen iassen werde. 
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